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Applicants submit that the Examiner's rejections contain at least the following clear 
errors and/or omissions of one or more essential elements needed for a prima facie rejection. 

Claims 44, 45, and 47-57 are rejected as being anticipated by Murdock. Applicants 

submit the rejection is in error because the Murdock reference fails to teach each and every 

element of the claims, as is required for anticipation. See MPEP 2131. The Examiner asserts 

that Murdock teaches a device having an arcuate guide 40 which is inherently having an 

elongate length along a portion of the elongated body that is able to move from its contracted 

condition to its expanded condition. Applicants submit that there is no basis for such an 

interpretation. MPEP 2112 IV. states: 

The fact that a certain result or characteristic may occur or be present in the 
prior art is not sufficient to establish the inherency of that result or 
characteristic. In re Rijckaert, 9 F.3d 1531, 1534, 28 USPQ2d 1955, 1957 
(Fed. Cir. 1993) (reversed rejection because inherency was based on what 
would result due to optimization of conditions, not what was necessarily 



Page 1 of 5 



Application No. 10/713,820 

Pre- Appeal Brief Request Attachment dated AUGUST 1, 2007 
Reply to Final Office action dated May 1, 2007 

present in the prior art); In re Oelrich, 666 F.2d 578, 581-82, 212 USPQ 323, 
326 (CCPA 1981). "To establish inherency, the extrinsic evidence 'must make 
clear that the missing descriptive matter is necessarily present in the thing 
described in the reference, and that it would be so recognized by persons of 
ordinary skill. Inherency, however, may not be established by probabilities or 
circumstances is not sufficient.' " In re Robertson, 169 F.3d 743, 745, 49 
USPQ2d 1949, 1950-51 (Fed. Cir. 1999) 

(Emphasis added). Applicants submit that the claimed apparatus, in particular the structure of 

the claimed arcuate guide, is not necessarily present in Murdock. It appears the Examiner is 

asserting that the structure of Murdock could be modified to achieve the claimed structure of 

the arcuate guide. This is not a proper basis for an anticipation rejection. 

Independent claim 44 recites, in part, "an arcuate guide having an elongate length, a 

first end and a second end along which a portion of the elongate body is moveable from its 

contracted condition to its expanded condition, the arcuate guide extending generally in the 

direction of expansion between the contracted and expanded conditions." Emphasis added. 

Murdock does not appear to teach such a structure. The Examiner asserts the cam ring 40 of 

Murdock is equivalent to the arcuate guide recited in the claims. The cam ring 40 of Murdock 

does not appear to have an elongate length, a first end and a second end along which a portion 

of the elongate body is moveable , and to be extending generally in the direction of expansion 

between the contracted and expanded conditions. Murdock teaches: 

a rigid cam ring 40 that is constantly in camming engagement with the spaced 
apart cammable surfaces of a circular series of rigid clips 41 which are of 
recurvate or hairpin shape and fixed respectively on the inside surfaces of the 
blades 33. The U-shaped portions of all the clips 41 are engaged by the single 
camming ring 40 at a point in the length of the instrument spaced sufficiently 
far from the socket member 16 of the pivotal joint to effect simultaneous 
flexure of each blade in its portion between the camming ring and the socket 
member. 

Emphasis added; see column 4, lines 19-29. Murdock specifically teaches element 40 as a 
cam ring . Applicants submit that the structure of the cam ring 40 appears to be a continuous 
structure and thus cannot be considered to have first and second ends as is recited in the 
claims. FIGS. 4-5 of Murdock show the relationship between the cam ring 40, clips 41, and 
the blades 33 in the contracted position (FIG. 4) and the expanded position (FIG. 5). The 
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figures and description of Murdock appear to show that the cam ring 40 presses against the 
clips 41, causing contraction of the blades 33 (FIG. 4) and then slides back, causing expansion 
of the blades 33 (FIG. 5). The cam ring 40 of Murdock appears to be constantly in contact 
with the clips 41. The cam ring 40 of Murdock does not appear to have an elongate length 
along which a portion of the elongate body is moveable from a contracted condition to an 
expanded condition, and to be extending generally in the direction of expansion between the 
contracted and expanded conditions, as is recited in the claims. Rather, Murdock appears to 
teach the cam ring 40 sliding back and forth along the clips 41, however, no portion of the 
elongate body appears to be moveable along an elongate length of the cam ring, with the 
arcuate guide extending generally in the direction of expansion between the contracted and 
expanded conditions. Further, as the continuous ring structure of Murdock's cam ring 40 does 
not have first and second ends, the cam ring 40 cannot be interpreted as an arcuate guide 
"having a first end and a second end along which a portion of the elongate body is moveable," 
as is recited in claim 44. 
MPEP2131 states: 

"A claim is anticipated only if each and every element as set forth in the claim 
is found, either expressly or inherently described, in a single prior art 
reference." Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 
2 USPQ2d 1051, 1053 (Fed. Cir. 1987)... "The identical invention must be 
shown in as complete detail as is contained in the ... claim ." Richardson v. 
Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 
1989)." 

Emphasis added. As discussed above, Murdock does not appear to teach the identical 
invention in as complete detail as is recited in independent claim 44 and the claims dependent 
thereon. The anticipation rejection is thus in error. 

Independent claim 50 recites, in part, "a guiding mechanism comprising a curved 
elongate portion extending in a generally transverse direction along which a portion of the 
elongate body is moveable from its contracted condition to its expanded condition". 
Emphasis added. Murdock does not appear to teach such a structure. The Examiner appears 
to be equating the clips 41 of Murdock with the guiding mechanism comprising a curved 
elongate portion recited in the claims. As shown in FIGS. 4-5 of Murdock, the clips 41 do not 
appear to extend in a transverse direction and a portion of the elongate body does not appear 



Page 3 of 5 



Application No. 1 0/7 1 3,820 

Pre-Appeal Brief Request Attachment dated AUGUST 1, 2007 
Reply to Final Office action dated May 1, 2007 

to be moveable along a curved elongate portion of the clips 41. Rather, Murdock teaches 
"rigid clips 41 which are of recurvate or hairpin shape and fixed respectively on the inside 
surfaces of the blades 33." See column 4, lines 21-23. The portion of the elongate body of 
Murdock that is moveable from a contracted condition to an expanded condition appears to be 
the blades 33, which are fixed to the clips 41. The clips 41 thus cannot be seen to have a 
curved elongate portion along which a portion of the elongate body is moveable, as is recited 
in the claims. 

The Examiner appears to be asserting that the cam ring 40 of Murdock is the 
equivalent of the claimed guiding mechanism. Applicants respectfully disagree and submit 
that the Examiner has not provided the necessary showing of equivalence. MPEP 2183 states 
that making a prima facie case of equivalence requires: 

If the examiner finds that a prior art element 

(A) performs the function specified in the claim, 

(B) is not excluded by any explicit definition provided in the specification for 
an equivalent, and 

(C) is an equivalent of the means- (or step-) plus-function limitation, 

the examiner should provide an explanation and rationale in the Office action 
as to why the prior art element is an equivalent. 

As discussed above, the cam ring 40 of Murdock appears to be in constant camming 
engagement with clips 41 that are in turn fixed to blades 33, such that when forced toward the 
hinge joint, ring 40 performs a camming action against the clips 41 that causes simultaneous 
flexure of the blades radially outward to expand the distal portion 13, and when forced toward 
the distal end of the instrument, ring 40 causes inward flexure of the blades, contracting the 
distal portion 13. See column 4, lines 19-23 and 36-44. The cam ring 40 of Murdock does 
not appear to perform the same function of the arcuate guide of independent claim 44 or the 
guiding mechanism of independent claim 50. Further, the Examiner has not provided an 
explanation and/or rationale as to why the Murdock structure is an equivalent of the claimed 
arcuate guide or guiding mechanism. The Examiner has thus failed to provide the necessary 
elements for a prima facie case of equivalence. The rejection is thus in error. 

For at least the reasons set forth above, Murdock does not appear to teach each and 
every element of the independent claims 44 and 50 and the claims dependent thereon, as is 
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required for an anticipation rejection. Murdock thus cannot be seen to anticipate the claims. 
Further, there is no suggestion or motivation for one of ordinary skill in the art to modify the 
device of Murdock to achieve the device as claimed. Reconsideration and withdrawal of the 
rejection are respectively requested. 

Reconsideration and withdrawal of the rejection are respectfully requested. It is 
submitted that, in light of the above remarks, all pending claims are now in condition for 
allowance. If a telephone interview would be of assistance, please contact the undersigned 
attorney at 612-677-9050. 



Respectfully submitted, 



THOMAS W. DAVISON et al. 



By their attorney, 




Nancy J. Parsons/Re Mo. 40,364 
CROMPTON, SEA0ER & TUFTE, LLC 
1221 Nicollet Avenue, Suite 800 
Minneapolis, Minnesota 55403-2420 
Telephone: (612) 677-9050 
Facsimile: (612) 359-9349 
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